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[Mcasc tliid below and or attuclicd an Office eoninninication coneernnig this application or proceeding. 


Application No. Applicant(s) 

09/753 496 SHERMAN ET AL 

Office Action Summary Examiner ~ Art unit " " 

Nadine Norton 1764 


" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be dvdildble under the provisions of 37 CFR 1 136(d) In no event fiov^ever, mdy a reply be timely filed 
after SIX (6) MONTHS from tfie mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply v.ithm the statutory minimum of thirty (30) days will be considered timely 

- It fJO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this comriiunication 

- Failure to reply within the set or extended period for reply will, by stdtute. cause the application lo become ABANDONED (35 U S C § 133) 

- Ar>y reply received by the Office later than three months after the mailing date of this communic:ation . even if tiriiely filed, riiay reduce any 
ea'ned patent teirTi adjustment See 37 CFR 1 704(b) 

Status 

1)H Responsive to communication(s) filed on 04 November 2002 . 
2a)H This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the ments is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O G. 21 3, 
Disposition of Claims 

4) H Claim(s) 4-9, 11-16,1 8-31,33-38, 40-43, 45-53 and 55-59 is/are pending in the application. 

4a) Of the above clainn(s) is/are withdrawn from consideration. 

5) n Claim(s) 23-31,33-38,40-43 and 45-49 is/are allowed. 

6) n Claim(s) 4,5, 7-9,11-16, 18-22 and 50-52 is/are rejected. 

Claim(s) 6 and 53 is/are objected to. 

8) n Claim(s) are subject to resthction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are 3)[J accepted or blD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance See 37 CFR 1 .85(a). 

11 )□ The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action 
1 2)0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

I3^n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the prionty documents have been received in Application No. , 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

a) □ The translation of the foreign language provisional application has been received. 

15) H Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1) [3 Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s) 

2) □ Notice of Draftsperson s Patent Drawing Review (PTO-94S) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(5) (PTO-1 449) Paper No(s) ^ ^ 6)0 Other 


PTO-326 (Rev 04-01) Office Action Summary Part of Paper No 18 


Application. (\)ntrol Number 09 7^3.4^)6 Page 2 

Art I nit: 1764 

DETAILED ACTION 


Claim Rejections - 35 i SC\^^ 102 

The following is a quotation ofthe appropriate paragraphs of 35 I' S (\ 102 that form the 
basis tor the rejections under this section made in this Office action: 

A [K^-soi: shall he cnlillcd to a [talent unless - 
(c) llic imcnlion was described in- 

( 1 ) an application for patent, published under section 122(bL h\ another filed m the 1 United States before the 
invention b\ the applicant for patent, except that an mternatuinal application filed under the treal> defined m 
sectuni .^5 1( a) shall ha\e the effect under this subsection of a national application published under section 122tb) 
onlv if the iiiteniational application designating llie United Stales was published under Article 2 l(2)(a) of such 
treat\ in the b!nulish lanLUiiiyt^ or 

(2) a patent granted on an application for patent bv another filed m the United States before the in\ention bv the 
applicant tor patent, except that a patent shall not be deemed filed m the I 'niled Slates for the puq^oses of this 
subsection based on the filing ot'an international application filed under the lreat\- defined m section 35 b a:) 

Claims 4,5, 11. 12, 15, 16, 18, 19, and 20 are rejected under 35 US, C. 102(e) as being 


anticipated bv Williams et al,(6, 1 74,43 1 ). 

The reference of Williams et al.(6, 1 74,43 1 ) discloses a method for purifying used oil. 
See abstract, lines 1-5. The process in\ ol\es mixing a phase transfer agent, such as a quaternary 
ammonium h\'dro\ide, w ith the oil in the presence of a base such as sodium hydroxide. See 
abstract, lines 1-5, column 0, lines 20-45, and column 20, lines 4-12. Next, the mixture is 
contacted with a soK ent. which can be rec\'cled See column 10, lines 20-35 and column 1 1, 
Ijjies 35-41 14ie impurities are separated b\ extraction distillation See column 10. lines 45-55 
and column 1 1, lines 35-45, 

The process of Williams et al ( 0. 1 74,43 1 ) anticipates applicants' process because it 
discloses essentialh' the same base phase transfer agent mixing and separation steps claimed by 


applicants 



Application C\)ntrol Number: 09 753.496 Paue 3 

Art Unit: 1764 

C laim Rejections - 35 VSC ij 103 

Claims 7-9. I and 14 are rejected under 35 I ' S C\ 103(a) as being unpatentable o\er 
Williams et al.(6J 74,43 1 ). 

See teachings of Williams et al.(6, 1 74.43 1 ) abov e. 

Sev eral differences are noted between the reference of Williams et al (6, 1 74.43 1 ) and 
applicants' claimed inv ention. It is noted that the reference of Williams is silent regarding the 
temperature/pressure at which the distillation separation takes place. In addition, the reference 
does not disclose applicants' claimed amount of phase transfer agent. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to select distillation conditions that would effectively separate the contaminants from 
the purified composition of Williams, including the specific conditions claimed by applicants, 
because selecting distillation conditions to obtain desired cuts is within the lev el of ordinary 
skill. It is known to select distillation conditions to obtain desired cuts. 

In addition, it would have been obvious to one of ordinarv skill in the art at the time the 
invention was made to emplov any amount of phase transfer agent to effectively accomplish the 
process of Williams et al.(6. 1 74,43 1 ), including the specific amounts claimed by applicants, 
because it has been held that there is no invention where the ditTerence in proportions is not 
critical and was ascertained by routing experimentation because the determination of w orkable 
ranues is not considered inventive. In re Swain and^\dams, 70 L'SPQ ^1- (CCPA 1946), 



Application Control Number: 00 753.496 Page 4 

Art L nit: 1764 

Claim Rejections - 35 USC j!f 103 

CMaims 21. 22. 50-52. and 55-50 are rejected under 35 ISC 103(a) as being 
unpatentable o\er Williams et al,(6. 1 74.43 1 ) \n \ ie\\ of Habiby et al (4,02 K333). 

See teachings and statements of obv iousness w ith respect to Williams et al.(6, 1 74,43 1 ) 

abo\e. 

A differ ence is noted between the reference of Williams et al (6, 1 74.43 1 ) and applicants' 
claimed invention. The reference is silent about a solvent in the form of N,N\- 
dimethylformamide. 

Since the reference discloses that other solvents can be combined w ith the hydrocarbon 
soK ent (column 10. lines 34-40), it would have been obx ious to one of ordinary skill in the art at 
the time the invention was made to select N,N,-dimethylformamide as a solvent because the 
reference of Habiby et al.(4,02 1 ,333) illustrates that dimethylformamide is a suitable extraction 
soKent for extracting impurities from oil (See column 3, line 5). 


Allonuihle Subject Matter 

Claims 6 and 53 are objected to as being dependent upon a rejected base claim, but would 
be allow able if rew ritten in independent form including all of the limitations of the base claim 
and an\ interx ening claims 

Claims 23-3 1. 33-38, 40-43, and 45-40 are allowed 

The follow ing is a statement of reasons tor the indication of allow able subject matter: 


Application C\Mnrol Number: 09 753,496 Page 
Art I'nit: 1764 

The prior art does not disclose or suggest a process for purifying a distillate or used motor 
oil in\ol\mg simultaneous treatment with applicants' combination of eth\lene gUcol phase 
transfer a^ent and base. 



Response to Arf^unients 

Applicants' arguments filed 1 1-4-02 in paper no. 17 and applicants' arguments in the 
interview of 10/30/02 are sufficient to overcome the previous rejection over Habiby et 
al. (4,02 1,333). In addition, applicants' terminal disclaimer filed I 1-4-02 overcomes the previous 
double patenting rejection 

Note: The examiner^s indication of allowability on 1 1-21-02 during a request to complete 
an examiner's amendment fixing the dependency of claims 14 and 42 is withdrawn in \'iew of 
the IDS filed 1 1-4-02. 


Applicants" submission of an information disclosure statement under 37 CFR 1 97(c) 
with the tee set \or\h in CTR 1 ! ^(p) on l'^-28-':^2 prompted the new ground(s) of reiCCtioPi ^ 
presented in this Office action (Case 6, 174.441 is the US counterpart of reference :*/ . ^filetf in 
the IDS), Accordinglv, THIS ACTION IS MADE FINAL. See VIPEP § 609(B)(2)(i), 
Applicant is reminded of the extension of time polic>' as set foilh in 37 CFR 1. 136(a). 

A shortened statutoiy period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first replv is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until alter 
the end of the THREE-MONTH shonened statutor\' period, then the shortened statutor\- period 
will expire on the date the ad\ isor\ action is mailed, and any extension fee pursuant to 37 
Cl-R 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event. 
howe\er, will the statutorv period for replv expire later than SIX MONTHS from the mailing 
date of this final action 


Application ("onirtil Number 09 753.406 
Art I nit 1764 


Paue b 


Anv inquirv concerninu this comiiuinication or earlier communications from the 
exammer should be directed to Nadine Nonon whose telephone number is 703-305-2667. The 
examiner can normalK be reached on Monday through Thursday from 8:30 am to 7:00 pm. 

If attempts to reach the examiner b\' telephone are unsuccessful, the examiner's 
supervisor, Glenn (^aldarola be reached on 703-308-6824. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-93 1 1 tor After Final communications. 

Anv inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 308-0661. 


N N 

November 2002 


